REMARKS 

Applicant has amended Claim 12 as requested. 

Applicant has amended Claim 61 as requested by the Examiner. 

The Examiner has rejected Claims 1, 3-7, 10-22, 25 and 28-62 under 35 USC 
102(e) as being anticipated by Sears. 

Applicant submits the Declaration of Daniel P. Madigan, an inventor of the 
above-entitled patent application to swear back prior to the date of filing of the Sears 
patent. The Sears patent was filed on July 17, 2002 and does not claim priority to any 
earlier patent application. Mr. Madigan states that he performed the method embodied 
and fabricated the delivery system in the claimed invention prior to July 17, 2002. 
(Para. 2 of Madigan Declaration). 

Prior to July 17, 2002, the invention claimed in the 741 patent application was 
actually reduced to practice by Mr. Madigan and others working at Encap. The subject 
matter in the 741 application, which was reduced to practice prior to July 17, 2002, 
includes subject matter set forth in Claim 1, for example, which requires: 

A method of applying a soil stabilizer to soil comprising: 

adding said soil stabilizer to a solid carrier; 

applying said solid carrier to said soil; 

applying water to said solid carrier; 

releasing said soil stabilizer out of said solid carrier into said soil; 
wherein said solid carrier is made by an agglomeration process, including 
agitation, pressure, liquid and thermal; 
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wherein application rates of said solid carrier to said soil is based on desired 
amount of said soil stabilizer to be metered to said soil. (Paragraph 3 of Madigan 
Declaration.) 

Prior to July 17, 2002, Mr. Madigan performed the method and fabricated the 
delivery system which is embodied by the claimed invention, he has attached Exhibits 1 
and 2 to his Declaration. (Paragraph 4 of Madigan Declaration). 

Exhibit 1 is an e-mail Exhibit 1 is an e-mail dated February 12, 2002 which shows 
that PAM which is impregnated and/or applied to ENCAP's product (called EncapMulch 
in this email) is a water-soluble PAM. The attached article from the USDA clearly 
describes the PAM as water-soluble and also explains some of the challenges associated 
with water-soluble polymers in general that are described in the prior art section of the 
patent application. (Paragraph 5, Madigan Declaration). 

Exhibit 2 is an e-mail dated March 18, 2002 which shows the method for 
applying water-soluble PAM to the soil by impregnating and/or applying water-soluble 
PAM to the ENCAP product (EncapMulch) and that the PAM leached out of the product 
and into the soil. The email also explains some of the benefits of the ENCAP claims. 
(Paragraph 6, Madigan Declaration). 

The method and system worked according to what was taught in the '241 patent 
application prior to July 17, 2002. (Paragraph 7, Madigan Declaration). 

All of the acts referred to herein took place in the United States. (Paragraph 8, 
Madigan Declaration). 
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Since, Madigan's Declaration swears back prior to the filing date of Sears, the 
Sears patent can no longer be a prior art reference to the above claims of the 
application. 

The Examiner has rejected Claims 8 and 9 over Sears in view of Hamilton. Since 
Sears is no longer prior art to the claims of the patent application, the combination of 
Sears in view of Hamilton can also not be prior art. 

The Examiner has rejected Claims 1, 3-23 and 28-62 as being anticipated by 
Hamilton. Applicant has amended all of the above claims to state that the soil stabilizer 
is a water-soluble soil stabilizer. As the Examiner has previously stated that Hamilton 
only teaches a non water-soluble soil stabilizer, Hamilton can not anticipate or make 
obvious any of the claims of the present application. 

The Examiner has rejected Claims 1, 16 and 25 as being obvious over Hamilton 
in view of Green. For the reasons stated previously, since Hamilton does not teach a 
water soluble soil stabilizer, there can be no substitution for Green in view of Hamilton 
since Hamilton requires a non water soluble soil stabilizer. The substitution would not 
be an improvement to Hamilton but would be a totally new invention and therefore 
cannot be made under the case law cited by the Examiner. Therefore, the above claims 
are not obvious over the prior art. 
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Applicant believes that the application is now in condition for allowance. 
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